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Docket No.:PF-0027 US 

REMARKS 

Restriction Issues 

Applicants acknowledge the current restriction requirement, and election in response 
thereto, including the finality thereof. Nevertheless, Applicants reiterate their request for 
consideration of the circumstances of the instant application, in particular the fact that it has now 
been in prosecution for over 9 years, in requesting that, upon indication of allowability of the 
nucleotide claims currently under examination, the Examiner extend examination to the 
corresponding protein and antibody claims, as well as method claims dependent thereon. 
Applicants respectfully submit that requiring Applicants to file divisional applications to pursue 
these claims at this time will cause Applicants to lose a minimum of 9 years of the 20 year from 
filing patent term for those claims, which is an undue burden compared to the burden on the 
Examiner to continue examination to claims which are of essentially the same scope as the 
nucleotide claims under examination. 

Title 

Applicants respectfully submit that they will amend the Title upon indication of 
allowance of the final set of claims that will be considered. It is hoped that no amendment will 
be needed if the Examiner will extend examination to the protein and antibody claims as well, as 
requested above. 

New Matter Objections 

Applicants wish to thank the Examiner for the very detailed examination of this complex 

application and of Applicants ongoing attempts to craft claims having a reasonable and 
patentable scope in view of the instant specification. 
A. Definitions of a range of substitutions 

Although Applicants have now altered the scope of the claims to focus on sequences 
having more particular substitutions compared to the claims submitted in the previous 
amendment, it is expressly asserted that this amendment should not be taken to limit the 
equivalents thereof to the literal scope of the claims in a claim construction analysis. 

Applicants submit that the literal absence in the specification of a range of amino acid 

substitutions which would be acceptable in an allelic or recombinant variant, while defining the 

acceptable additional or substitutions to 1-5 amino acids, should not be interpreted to limit the 

acceptable substitutions to a single amino acid out of 93. In fact, Applicants submit that one of 

ordinary skill in the art, reading the specification and in view of the state of the art, would have 
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understood the range of acceptable substitutions to similarly have been at least 1-5, consonant 
with the additions and deletions permitted. Nevertheless, due to the lack of ipsis verbis written 
description of an acceptable range for number of substitutions. Applicants have alternatively 
used the language "one" or "at least one" in these claims. However, Applicants maintain that the 
reason for this amendment should not limit the scope of equivalents of the sequence in a claim 
construction analysis. For example, it is clear that a few or even several amino acid substitutions 
were contemplated by Applicants, in view of the teachings of the specification taken as a whole, 
so long as the resulting polypeptide retains chemokine (or, more particularly, chemotactic - see 
below) activity, which activity can be routinely determined by reference to assays taught in, inter 
alia. Example XII. 

B. Addition, deletion and substitution variants must have chemokine/chemotactic activitv 
Applicants have amended the claims to more clearly define that nucleotides encoding 

addition, deletion and substitution variants of the polypeptide of SEQ ID NO:2 having 
chemotactic activitv are intended, by placing that requirement in a clause separate from the 
definitions of the types of variants themselves. If the Examiner still believes this language is not 
clear, he is courteously invited to call counsel for Applicants to discuss what would be 
acceptable language. 

C. New matter in claims 105 and 106 

These claims have been amended to remove reference to the multiple specific amino acid 
substitutions in a PANEC-1 variant which would be permitted by comparison to the three MCP 
sequences, and now specifically reference sequences having a single substitution, without 
specifying where in the molecule it is. Nevertheless, this variant must still retain chemotactic 
activity. The amendments are subnaitted to obviate this ground of objection. 

D. Objections to "non-genomic" in claim 107 

Applicants have amended claim 107 to use the term "consisting of rather than 
comprising to emphasize the lack of additional intervening sequences permitted in these 
sequences, as well as to conform other parts of the claim to the amendments made in response to 
the previously mentioned objections. 

It is also noted that there does not appear to be any objection to the language of claim 108 
relating to "encoding, without introns," and it is assumed that this alternative to "non-genomic" 
was found to be acceptable, not new matter, and fully supported in the specification. 
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E. New matter in the Sequence Listing/Sequence Rule Non-Compliance 

Applicants appreciate the Examiner's attention to detail, but note that the corrected 
Sequence Listing and CRF submitted with the response filed July 25, 2001, already corrected the 
Sequence Listing and CRF in accordance with the sequence in Figure 1, which supports the full 
length 291 nucleotide sequence encoding the full length PANEC-1 protein. Figure 1 has been 
amended to correct the sequence numbering as discussed with the Examiner. The Description of 
the Drawings in the specification has been amended to reference the SEQ ID numbers. 

Written Description Rejections under 35 U.S.C. § 112, First Paragraph 

Applicants understand the Examiner's indication that the rejection as set forth and 

explained in the instant Office Action "as being relaxed" refers to the concerns raised in the 
previous Office Action that the claims encompassed genomic sequences, including introns, and 
that the remainder of the conmients reiterating the rejection are concerned with possible 
overbreadth of the claims as presented in the previous response. Withdrawal of the rejection is 
therefore respectfully requested. 

Applicants respectfully submit that the amendments to the claims submitted herewith and 
discussed previously in connection with objections to alleged new matter similarly obviate the 
rejection for lack of written description as set forth in the Office Action. Applicants similarly 
submit that although Applicants have now altered the scope of the claims to focus on sequences 
having more particular substitutions compared to the claims submitted in the previous 
amendment, it is expressly asserted that this amendment should not be taken to limit the 
equivalents thereof to the literal scope of the claims in a claim construction analysis. 

Rejections under 35 U.S.C. § 112, Second Paragraph 

These rejections are based on the alleged vagueness and indefiniteness of the term 

"specifically" with respect to both the property of "specifically binds" of claimed antibodies and 
"specifically hybridizes" with respect to polynucleotides. 

Applicants respectfully submit that these are terms of art which are well understood by 
one of ordinary skill in the art in the context in which these inventions are employed. For 
example, the term "specifically binds" with respect to an antibody would be understood to mean 
that the antibody would be able to bind substantially exclusively to a particular antigen (in this 
case, PANEC-1) in an environment in which it might be found, to the exclusion of binding to 
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anything else in that environment. For example, for detection of PANEC-1 in a human tissue 
sample, an antibody within the metes and bounds of this description would bind only to PANEC- 
1, and not any other chemokine, or any other protein or peptide, in that sample. It is not 
necessary that such an antibody would not also bind to a chimpanzee ortholog of PANEC-1, 
because that level of specificity would not be required to make the claimed antibody useful, as it 
is unlikely that a human tissue sample would be contaminated with chimpanzee tissue. 
Similarly, "specifically hybridizes" means that a probe sequence will hybridize specifically with 
its complement under sufficiently stringent hybridization conditions for a particular use; thus, in 
a gene expression experiment, a probe sequence should be able to distinguish between panec-1 
and other chemokine polynucleotides so as to not cross-hybridize and give incorrect results. And 
again, specific hybridization so as to distinguish a homologous chimpanzee gene is unlikely to be 
required in a gene expression experiment. 

Moreover, Applicants note that the ordinary dictionary meaning of "specific" is 
"pertaining to, characterizing, or distinguishing a species." (See the attached dictionary 
definition of specific). Thus, an antibody which specifically binds a polypeptide comprising 
SEQ ID N0:2 will be able to distinguish the SEQ ID NO:2 polypeptide from other polypeptides, 
and a nucleotide which specifically hybridizes with a polynucleotide of SEQ ID NO:l will be 
able to distinguish the polynucleotide of SEQ ID NO:l from other polynucleotides. 

If the Examiner believes alternative claim language in addition to these clarifying 
remarks is needed, he is urged to call the undersigned to suggest such amendments. However, 
Applicants respectfully submit that the current claims are in condition for allowance, and that the 
rejection should be withdrawn. 

Prior Art 

Applicants respectfully submit that the amendments made to clarify the scope of the 
claims now rejected over Yoshimura et al. also obviate this rejection. Applicants further submit 
that although Applicants have now altered the scope of the claims to focus on sequences having 
more particular substitutions compared to the claims submitted in the previous amendment, it is 
expressly asserted that this amendment should not be taken to limit the equivalents thereof to the 
literal scope of the claims in a claim construction analysis. 

Informalities 

The above amendments to the specification are submitted to conform the disclosure 
regarding the figure numbering according to the formal drawings. 
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Regarding the capitalization of the terms "PANEC-l" vs. "panec-l" (and similarly the 
terms PANEC-2 and panec-2), Applicants submit that the terms are clearly defined in the 
specification to mean different things and are used consistently with those meanings throughout 
the specification. In particular, the capitalized version of the term means the protein (see, e.g., 
page 6, line 13), and the lower case version refers to polynucleotides (see, e.g., page 11, line 23). 
This usage is consistent in the cited section of the specification on page 17, lines 10-17. 
Withdrawal of the objection is therefore respectfully requested. 
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CONCLUSION 

In light of the above remarks, Applicants submit that the present application is fully in 
condition for allowance. Early notice to that effect is earnestly solicited. 

If the Examiner contemplates other action, or if a telephone conference would expedite 
allowance of the claims, Applicants invite the Examiner to contact the undersigned. 

Applicants believe that no fee is due with this communication. However, if the USPTO 
determines that a fee is due or that an excess fee has been paid, the Patent Office is authorized to 
debit or credit (respectively) Deposit Account No. 09-0108. 

Respectfully submitted, 
ESrCYTE CORPORATION 

Date: O-H /^^^ 

Customer No.: 27904 

3160 Porter Drive 
Palo Alto, California 94304 
Phone: (650) 855-0555 
Fax: (650) 849-8886 




Reg. No. 33,302 

Direct Dial Telephone: (650) 845-4639 
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pmuter special. 2. A featured . 
! pnce: a special on lamb chop\ n 
zuon ihat features a specific v\..ii 
ular performer. (ME < OFr. .a/.. . 
as. kind, —see species.] — »pe'c..'i i 

id specially have wider applii.n.. 
:atly. In the senses that it shan*. •., 

pecial is now much more com 

asingly rare and is used chiiil^ 
outstandmg quality: a work oi , 
.Tb especially, on the other han.l i. 
Placed by specially Specially is .< . 
icular purpose: specially iraimul 
:IIy is used in the sense of **p;inM 
ly": He's especially talented. ./. 
Prudence is the best policy, es/u'. ,,. 

ive act that applies only to a p;ii i , 

n.. pi. special courts-martiai 
of at least three officers for 

delivery of a piece of mail, f..: . 
special messenger rather ihim 

ual or sound effects added to ;i 
evision show during processini: 
livision of the U.S. Armv comp.. 
ncd in guerrilla fighting^ 
le haridling of fourth-class or p. 
^.s mail for an extra charge, 
am) n. 1. Confinement or Unm 
study or occupation. 2. A fi.l.l 

n. 1. a. A person who has dc\. i 
branch of study or research. I) 
iciice in a specified field. 2. Air. 
the U.S. Army that correspon.l 
n sergeant first class. — spe cial . 

ti) n.. pi -ties. 1. A distinguisin,, 
iaDties. Special points of cohm.i. 
i'Ay Brit. A specialty, 
i-li-ia'shon) n. The act of spca..r 
oming specialized. 
» . -ized. -jz*ing, -iz-es. — mrr 1 . i 
: a special study or aciivliy. 2. 
'me adapted to a specific envti. 
onceniraie on a particular ach\i 
vializes in mountain-climbing v.-.. 
: mention of: particularize. 2. i 
r or function to. 3. Biol. To 
specify the payee in endorsin; ■ 

nosen by the court upon rcqu 
' bctier-qualified candidates 1.: 
-omplex issues of fact. 

The assertion of new or spi-. 
mg party's allegations, as an :iii. 
. A presentation of an arguim t 
'vorablc or a single aspect oJ ti. 

Physical theory of space and in. 
^in Ihat is based on the posiuLi; 
• are equally valid in all non;K. ' 
and that light is propagated ii 
at a constant speed and thai i... 
I i vis tic mass increase of rapi.fi 
ntz contraction, limc dilatan.-. 
energy equivalence, 
^ordinary .session of a court »ii ■ 

;y n. Special relativity. 
pi. -lies. 1. A .special pursuii. 
II. 2. An aspect of medicinr \ 
neir practice. 3. A special feai.... 
y. 4. The state or quality of K m 
on tract or agreement, esp. a dr. 

3n. -SC-) n. The evolution. n 
ecics are formed. (speci(es! 

-lined money; coin, —idiom ... 
In kind; in the same kimi • ■ 
kind < ablative of species. ■ >. 

pi. species. 1. Biol a. A fuii.l,, 
lie classification, ranking afu i 
anisms capable of interbreedti. 
o such a category. represeniL-.l 
a Latin adjective or epithet i. ! 
j)gic. A class of individual.-. . 
if their common attributes jm. 
a division subordinate to u :■■ 
pc. 4. Obs. An outward fortn . 
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appearance. 5. Rom. ^aih. Ch. a. The outward appearance 
or form of the Eucharisiic elements that is retained after 
their consecration, b. Biher of the consecrated elements of 
(he Eucharist, 6. Obs. Specie. [Lat. species, appearance, kind 
< specere, to look at.] 

spec*Hi*a-ble (sp*s'»-f IVbsl) adj. Capable of being speci- 
fied. 

sp^^-ic (spr-sffTk) adj. l.ExpUcitly set forth: definite. 
'2. Perutiting ta charactemiiig, or distinguishing a species> 

3. Special, distincttve. or unique, as a quality or attribute. 

4. Intended for, applying to, or acting upon a particular 
thing. 5. EJcnoiing a disease produced by a particular mi- 
croorganism or condition. 6. a.Oenoting'a customs charge 
levied upon merchandise by unit or weight rather than ac- 
cording to value, b. Denoting a commodity rate applicable 
to the transportation of a single commodity between named 
points. — n. 1 . Something specific, as a quality, statement, 
or attribute. 2. A remedy intended for a particular ailment 
or disorder. (Med. Lat. specificus < Lat. species, kind, spe- 
cies.) — ftpe^in>caMy adv. — spec Wic'»-ty (spfts'9-f is'i-ti) n 

speci'frca-tion (spas'»-fi-ka'sh3n) n. 1. An act of specify- 
ing. 2. a. specifications. A deuilcd and exact statement of 
particulars, esp. a statement prescribing materials, dimen- 
sions, and workmanship for something to be built, installed 
or rrianufactured. b. A single item or article that has becri 
specified. 3. An exact written description of an invention bv 
an applicant for a patent. 

specific gravity n. The ratio of the mass of a solid or liquid 
to the mass of an equal volume of distilled water at A^Q or 
of a gas to an equal volume of air or hydrogen under pre- 
scribed conditions of temperature and pressure, 
specific heat n. 1. The ratio of the amount of heat required 
to raise the temperature of a unit mass of a substance by 
one unit of temperature to the amount of heat required tb 
raise the temperature of a similar mass of a reference mate- 
rial, usually water, by the same amount. 2. The amount of 
heat, measured in calories, required to raise the temperature 
of one gram of a substance by one centigrade degree, 
specific impulse n. A performance measure for rocket pro- 
pellants that is equal to units of thrust per unit weight of 
propel I ant consumed per unit lime. 

specific performance n. Law. The performance of a legal 
contract as specified in its terms, 
specific resistance n. Elect. Resistiviiy (sense 2) 
specific thrust n. Specific impulse. 

spec>i-fy (spes's-fl) tr.v. -tied, -ty-ing, -lies. 1. To state ex- 
plicitly. 2. To include in a specification. [ME specif ten < 
OFr. specifier < Med. Lat. specif icare < specificus, specific.) 
spec-i-men (spis'a-man) n. 1. An indi\-idual, item, or part 
taken as representative of an entire set or whole: sample. 
2. A sample, as of tissue, blood, or urine, used for analysis 
and diagnosis. [Lat.. example < specere. to look at.) 
spe-cious (spe'shas) adj 1. Decepiivelv attractive. 2. Hav- 
ing the ring of truth or plausibility but actually fallacious: a 
specious argument. [ME. attractive < Lat. speci'osus < species 
appearance < specere. to look at ] — spe'cious-iy adv. 
— spe'cious*ness n. 

speck (spik) n. 1. A small spot. mark, or discoloration 2. \ 

very small bit; particle, —tr.v. specked, speck-ing. specks. 

To mark with specks. (ME specke < OE specca.] 
speck-le (spik'al) n. A speck or small spot. esp. a natural 

dot of color on skin, plumage, or foliage, —tr.v. -led, -ling. 

-les. To mark or cover wiih or as if with speckles [ME 

spakle, perh. of MLG orig.) 

speck*led (spek'old) adj 1. Dotted or covered with speck- 
les, esp. flecked with small spots of contrasting color. 2. Of 
a mixed character; motley. 

speckled trout n. The brook trout. 

specs (speks) pl.n. Informal. I.Also specks. Eveglasses: 
spectacles. 2. Specifications (sense 2.a.). 
spec-ta-cle (spik'ta-kal) n. 1. A public performance or dis- 
p ay. 2. a. An object of interest, b. A regrettable public dis- 
play, as of bad behavior: made a spectacle of himself. 
3. a. Something seen or capable of being seen. b. The sight 
of something. 4. spectacles, a. Glasses (sense A.h.). 
b. Something resembling eyeglasses in shape or suggesting 
them in function. (ME < OFr. < Lat. spectaculum < speciare 
to watch, freq. of specere. to look at.] 

(spdk't»-kald) adj. 1. Wearing spectacle:.. 
2. Having markings suggesting spectacles. Used of animals, 
spec-tacnj-lar (spek-tik'ya-lar) adj. Of the nature of a spec- 
tacle; sensational. — n. A single theatrical production of un- 
usual length or lavishness. — 8pec-tac'u-lar'i«ty (-ISr'i-te) n 
— spec-tac'u*lar*ly adv. 

spec-ta-tor <sp*k'ta't3r) n. An observer of an event. (Ut 
spectator < spectare. to watch, —see spectacle.) 

specter (spfck'tar) n. 1, A phantom; apparition. 2. A threai- 
enmg or haunting possibility: the terrible specter of nuclear 
war (Fr. spectre < Lat. spectrum, appe? ranee < specere. to 
look at.) ^ 

spectra (sptt'lr?) n. A plural of spectrum. 

spectral (spik'tral) adj. I.Of or resembling a specter; 
ghostly. 2. Of, pertaining to, or produced by a spectrum 
-^pecHral'lty (-trftn-ie), spec'tral-oess n. — spec'ti-aMy 

spectral line n. An isolated peak of intensity in a spectrum. 



specifiable speechify 



"f*.- °f visible dispersed images of the slit throueh 
which light enters the collimator of a spectroscope, pro- 
duced by light of a single wavelength. ^ 
spectre (spik'isr) n. Chiefly Brit. Variant of specter. 
Spectro- pref Spectrum: spectrograph. (< spectrum.) 
spectro-gram (spik'tr^-grim ) n. A graph or photograph of 
a spectrum. 

spectro-graph tspik'tro-graf) n. l. A spectroscope 
equipped to photograph spectra. 2. A spectrogram, 
^spec'tro-graph'ic adj. — spec'tro^raph'i<cal-ly ad\: 
— spec-tro9'ra-phy (-tr6g'r»-ft) n. 

spectro-he-li-o-gram Up6k'tr6-he'Ii.>-gr4m') n. A photo- 
graph of the sun taken in a narrow wavelength band cen- 
tered on a selected wavelength, 
spectro-he-li^^raph (spdk'trd-he'lJ-a-grAf*) n. An instru- 
ment used to make spectroheliograms. — spec'tro-he'li*o* 
graph-ic adj. — spec'tro-fw'li-og'ra-phy (-dg'rs-ft) n 
spectro^e-ll-o-scope (sp*k'tr6-he'lt-5-sk6p') n. An in- 
strument used to observe solar radiaiion. — spec'tro-ne'ii-o- 
seop-ic (-skdpTTk) flf^. ^ o-ne 

^^.T^rlT'^T' tspek-ir6m'i-t5r) n. A spectroscope 
equipped with scales for measuring the positions of spectral 

'?S;mif''*?7'*5*'*'°'''^ " '""^'^1 -spectro^fric 
(-trj-met rfk) adj. — spec-trom'e-try n. 

spectro-pho-tom-e-ter (spek'irC-fChtdml-tar) n. Physics 
An msirumcnt used to determine the distribution of energy 
m a spectrum of luminous radiation. — spec'tro-pho to- 
mefric (-fft'ta-mit'rik) adj. -spec'tro-pho-tom-e-try n. 
spectro-scope (spik'tro-skfip ) n. Anv of various instru- 
ments for resolving and obseI^'ing or recording spectra 
— spectro-scop'ic (-ske)p'ik). spectro-scop't-cal ad/ 
— spec'tro'Sccp'i-cal*ly ad\: 

spectroscopic analysis n. The analysis of a spectrum to 
determine characteristics of its source.' as the analysis of the 
opiical spectrum of an incandescent bodv to determine its 
composition or motion. 

spectros-co-py (spek-ir6s'ks-p5) n. The studv of spectra, 
esp. the experimeniat observation of optical spectra 
-"spec-tros'co'pist n. 

^P!^C'^ni"\ (spek'trsTn) n., pi. -tra (-irs) or -trums. 1. Physics 
I he distribution of a characteristic of a physical system or 
phenomenon, esp.: a. The distribution of energy emitted bv 
a radiant source, as by an incandescent bodv.' arranged in 
order of wavelengths, b. The distribution of atomic or sub- 
atomic particles in a system, as in a magnetically resolved 
molecular beam, arranged in order of masses, c. A graphic 
or photographic representation of such a distribution 
2. a. A range of values of a quantity or set of related quan- 
tities, b. A broad sequence or range of related qualities. 
Ideas or activities; the whoh spectrum of 20th ceniun 
thought. [Lat.. appearance < speiere. to look at ) 
spec-u-la (*.p4k'y3-l3) A plural of speculum 
specu-lar (spek'va-br) adj. Of. resembling, or produced bv 
a mirror or speculum, 
specu-late (spck'ya-mt ) mtr.v. -lai-ed. -lafing. -lates. 1 To 
meditate on a given subject: rencct. 2. To engage in the 
buying or .selling of a commodity wiih an cicmcni of risk on 
the chance of profit. [Lat. spevulori. speculai-. to obser\'c < 
specula, watch tower < .specere. lo look at ) 
spec-u-la-tion (spek ys-la'shan) /,. i. a. The act of speculat- 
ing. b. Coniemplation of a profound nature, c. A conclu- 
sion. opinion, or theory reached bv speculating 
2. a. Engagement in risky business transactions on the 
chance of quick or considerable profit, b. An instance of 
speculating. 

specu-la-tive (spck'ys-b-iiv. -|a'-> adj. i. Of. characterized 
by. or based upon contemplative speculation. 2. a. Given to 
speculation or conjecture, b. Spent in speculation 3 a En- 
gaging in. given to. or involving financial speculation 
b. Characteristic of speculation in the involvement of 
chance; risky. — spec'u-la-tiye-ly adv. — spec'u-la-tive-ness 
n, 

spec-u*la-tor (spek'vs-la'isr) «. One that speculates 
specu-lum (spdk'ys-lam) n.. pi -la (-la) or -lums. 1. A mir- 
ror or polished metal plaie used as a reflector in opiical 
instruments. 2. An instrument for dilating the opening of a 
body ca\-ity for medical examination. 3. Biol. a. A bright 
often iridescent patch of color on the wings of certain birds 
esp. ducks, b. A transparent spot in the wings of some but- 
terflies or moths. [Lat.. mirror < specere, to look at.) 
sped (Sped) v. A past tense and past participle of speed 
speech tspech) n. i. a. The faculty or act of speaking 
b. The faculty or act of expressing or describing thoughts 
reelings, or perceptions by the articulation of words 
2. Something that is spoken; utterance. 3. Vocal communi- 
cation: conversation. 4. a. A talk or public address b. A 
pnnicd copy of an address. 5. A person's habitual manner 
or style of speaking. 6. The language or dialect of a nation 
or region. 7. The sounding of a musical instrument. 8, The 
study of oral communication, speech sounds, and vocal 
physiology. 9. Archaic. Rumor. [ME speche < OE sp&c. 
sprtec. ] 

speech community n. All speakers of a particular language 
or dialect, whether located in one area or scattered. 
speechM'ty (spi'cha-fT ) mtr.v. -lied, -ty-irtg, -lies. To give a 
speech. — speech't-fl er n. 



hw which / 1 pit / 1 pie / ir pi.-. 
»ise / ou out / <5b took / <5b b<i..i 



